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OPINION OF THE SOLICITOR OF THE DEPARTMENT OF THE INTERIOR 
Construction of the Trade-Mark Act of March 19, 1920 
DEPARTMENT OF THE INTERIOR, OFFICE OF THE SOLICITOR 


Washington, D. C., July 13, 1920. 
The Honorable, the Secretary of the Interior. 

Dear Mr. Secretary: By letter of June 17, 1920, the Com- 
missioner of Patents requested my opinion respecting certain ques- 
tions arising under the recent Act of March 19, 1920 (Public No. 
163), entitled “An Act to Give Effect to Certain Provisions of 
the Convention for the Protection of Trade-Marks and Commercial 
Names, Made and Signed in the City of Buenos Aires, in the Argen- 
tine Republic, August 20, 1910, and for other Purposes.” 

Section 1 of said Act provides: 


“That the Commissioner of Patents shall keep a register of (a) all 
marks communicated to him by the international bureaus provided for by 
the Convention for the Protection of Trade-Marks and Commercial Names, 
made and signed in the City of Beunos Aires, in the Argentine Republic 
August 20, 1910, in connection with which the fee of $50 gold for the in- 
ternational registration established by article 2 of that Convention has been 
paid, which register shall show a facsimile of the mark; the name and 
residence of the registrant; the number, date and place of the first registra- 
tion of the mark, including the date on which application for such regis- 
tration was filed and the term of such registration, a list of goods to which 
the mark is applied as shown by the registration in the country of origin, 
and such other data as may be useful concerning the mark.” 

“(b) All other marks not registerable under the Act of February 20, 
1905, as amended, except those specified in paragraphs (a) and (6) of sec- 
tion 5 of that Act, but which have been in bona fide use for not less than 
one year in interstate or foreign commerce, or commerce with the Indian 
tribes by the proprietor thereof, upon or in connection with any goods of 
such proprietor upon which a fee of $10 has been paid to the Commissioner 
of Patents and such formalities as required by the said Commissioner 
have been complied with: Provided, That trade-marks which are identical 
with a known trade-mark owned and used in interstate or foreign commerce, 
or commerce with the Indian tribes by another and appropriated to mer- 
chandise of the same descriptive qualities as to be likely to cause confusion 
or mistake in the mind of the public or to deceive purchasers, shall not be 
placed on this register.” 


The questions asked are, in effect, as follows: 

(1) Whether marks registerable under the Act of February 
20, 1905, can be registered under section (b) of the Act of March 
20, 1920? 
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(2) What is the scope or limitation of paragraph (b) of the 
Act of March 19, 1920? 

(3) Whether the filing fee of ten dollars paid in connection 
with an application under the Act of February 20, 1905, may be 
transferred to an application for registration under the Act of 
March 19, 1920, or must a new fee be required? 

(4) Must a trade-mark be “identical” with a known trade- 
mark to be subject to rejection, or need it be only so nearly similar 
to a registered or known trade-mark to justify rejection? 

Section 5 of the said Act of February 20, 1905, has been 
amended by the following acts: March 2, 1907 (34 Stat. 1251); 
February 18, 1911 (36 Stat. 918); January 8, 1913 (37 Stat. 
649), and section 9 of the recent Act, now under consideration. 

My answer to the first question is in the negative, as no reason 
has been called to my attention, and I see none, for ignoring the 
express provision of this law that the (b) register shall be kept for— 
“all other marks not registerable under the Act of February 20, 1905, as 


amended, except those specified in paragraphs (a) and (b) of section 5 of 
that Act, etc.” 


The doubt pertaining to the second question is expressed by 
the Commissioner as follows: 


“Paragraph (b) after referring to State, national,.or society insignia, 
goes on to specify what marks shall not be registered as well as some that 
may be registered. Hence the Act is not clear as to what is referred to 


in paragraph (b).” 

In my opinion the recent Act of March 19, 1920, as applied to 
register (b) therein provided should be construed as if it more 
specifically read as follows: 

“All other marks not registerable under the Act of February 20, 1905, 
as amended, except those specified as not registerable in paragraphs or 
schedules (a) and (b) of section 5 of that Act, etc.” 

This is the plain meaning of the law, as it was undoubtedly 
the intention to continue to deny registration to those marks pro- 
hibited registration by paragraphs or schedules (a) and (b) of 
section 5 of the Act of February 20, 1905. In other words, my 
view is that register (b) provided by the recent Act is not intended 
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for any trade-mark registerable under any part of the Act of Feb- 
ruary 20, 1905, nor for registration of any mark not registrable 
as specified in paragraphs or schedules (a) and (b) of section 5 
of that Act. The doubt will be relieved and a rational construction 
of the law will be subserved by considering the reference in the 
recent Act to “paragraphs (a) and (b)” of section 5 of the amended 
Act of February 20, 1905, as meaning schedules a and b, rather than 


paragraphs strictly, and as comprising the following matters speci- 
fied as not registerable, viz.: 


“(a) consists of or comprises immoral or scandalous matter. 

“(b) Consists of or comprises the flag or coat-of-arms or other insignia 
of the United States or any simulation thereof, or of any State or munic- 
ipality or of any foreign nation, or of any design or picture that has been 
or may hereafter be adopted by any fraternal society as its emblem, or of 
any name, distinguishing mark, character, emblem, color, flag, or banner, 
adopted by any institution, organization, club, or society, which was in- 
corporated in any State in the United States prior to the date of the 
adoption and use by the applicant: Provided, That said name, distinguish- 
ing mark, character, emblem, colors, flag, or banner, was adopted and 
publicly used by said institution, organization, club, or society, prior to 
the date of adoption and use by the applicant.” 

This was the evident intention, as shown by the congressional 
hearings on the recent Act, and with such construction a field will 
exist for the operation of the new law; otherwise none would re- 
main. 

Replying to question 3, I can see no objection to applying the 
fee paid in connection with the application under the old law to 
an application under the new law. The amount of the fee is the 
same in either case, and it would seem it could be applied in per- 
fecting the registration even though the applicable law be other 
than that originally invoked. If it be necessary to amend the appli- 
cation, that will be merely a detail of procedure. 

The fourth question arises from the language of the proviso 
to section 1 of the recent Act above quoted. The word “identical” 
in its strictest sense means “exactly alike” or “the same in all 
respects.” It is apparent that the word cannot properly be used 
in this sense as applied to two different objects, because it is 
axiomatic that no two things are exactly alike; but the word is 
sometimes used more loosely to mean “very similar” or “the same 
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in essential characteristics.” I have no doubt that it is so understood 
in this case. The language of the said proviso would perhaps jus- 
tify the conclusion that a comparative term, such as “so nearly” 
was intended to accompany the positive term “identical” so as to 
harmonize with the further expression “as to be likely to cause 
confusion or mistake in the mind of the public or to deceive pur- 
chasers.’ This view is strongly supported by a similar provision 
contained in the Act of 1905, which prohibits registration of names 
identical or which so nearly resemble a registered or known trade- 
mark as to be likely to cause confusion, etc. 

Cordially yours, 

(Sgd.) Cuartes D. Manarrie, 


Solicitor. 


HepMAN Mec. Co. et av. v. Topp ProtrectroGraPH Co. 
(265 Fed. Rep. 273) 


United States Circuit Court of Appeals, Seventh Circuit 


March 16, 1920 


1. Uwnram Competition—Derense or “UNcLEAN Hanps”—Uwnrair Prac- 

TICES BY PLAINTIFF’s AGENT. 

Unfair business practices on the part of an agent, unknown to and 
unauthorized by the principal, for which the principal might be liable 
in damages and which he might be restrained from continuing, will not 
under the doctrine of “unclean hands,” prevent the principal from ob- 


taining equitable relief for unfair practices on the part of the person 
whom the agent has injured. 


2. Uwnrarr CompetTitTion—Bar To RELIEF—INFRINGEMENT OF PATENT. 
Where appellants had been found guilty of infringing appellee’s 
patent, the court could not afford appellants protection in continuing 
on the ground of appellee’s unfair competition or otherwise. 

From a decree of the District Court of the United States for 
the Eastern Division of the Northern District of Illinois in favor 
of the complainant, the defendants appeal. Affirmed. 

For the opinion below, see 9 T. M. Rep. 247. 

(The case involved primarily the question of the infringement 
of a patent. We report here only that part of the opinion which 
relates to the subject of unfair competition.) 
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Lynn A. Williams, of Chicago, Ill., for appellants. 
Edward Rector, of Chicago, Ill., for appellee. 


Before Baker, AtscHuter and Evans, Circuit Judges: 


ALSCHULER, Circuit Judge (after stating the facts): *** Com- 
plaint is made respecting that part of the decree finding the issue 
of unfair competition against appellants, and awarding appellce 
an injunction. It is not contended that evidence of appellants’ 
unfair trade practices toward appellee is wanting, but it is urged 
that appellee was likewise guilty of unfair trade practices toward 
appellants, and that upon this issue appellee’s hands were unclean, 
and decree in its favor was therefore not proper. 

The District Court, which heard the witnesses, concluded that 
while there were such unfair practices on appellee’s part, they 
were not only provoked by the prior improper conduct of appellants, 
but found that under the evidence the conduct of appellee which 
might be said to be unfair, was unknown to appellee itself or to any 
of its officers, but was by agents of appellee, who were not author- 
ized by appellee to indulge in such practices toward appellants. 
This raises the question whether unfair business practices on the 
part of an agent, unknown to and unauthorized by his principal, and 
for which the principal might be liable in damages and to injunctive 
relief against continuance of the conduct, would, on the “unclean 
hands’”’ doctrine prevent the principal from obtaining equitable relief 
against the person thus injured by the acts of the agents for unfair 
trade practices of such person toward the principal. The authori- 
ties upon this question are not numerous. A case quite in point is 
that of Vulcan Detinning Co. v. American Can Co., 72 N. J. Eq. 
387, 67 Atl. 339, 12 L. R. A. (N. S.) 102, wherein it was said: 

“That the knowledge possessed by an agent, but not acquired by him 
while acting for his principal will under certain conditions be imputed to 
the latter, is in the nature of a presumption indulged in by courts in working 
out the rights of litigating parties. * * * An essential part of the 
presumption in question is that the principal is ignorant of the knowledge 
that has been casually acquired by his agent. * * * True, he may be 
bound by it in the sense that his legal rights may be determined with ref- 
erence to the knowledge with which he is thus chargeable; but his con- 


science is void of offense, and hence it cannot with any propriety be said 
that his hands are unclean, for ‘unclean hands,’ within the meaning of the 
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maxim of equity, is a figurative description of a class of suitors to whom 
a court of equity as a court of conscience will not even listen, because the 


conduct of such suitors is itself unconscionable—i. e., morally reprehensible 
as to known facts.” 


Associated Press v. International News Service (D. C.) 240 
Fed. 983 [7 T. M. Rep. 436], is to like effect. 

We regard this statement of the law as sound, and we do not 
feel warranted in disturbing the conclusion reached by the District 
Court respecting this phase of the case, either upon the facts or its 
application thereto of the law. 

Respecting the contention that relief should have been granted 
appellants upon their showing of appellee’s unfair trade competi- 
tion, whether by itself or through its agents, it is sufficient to say 
that, having found appellants guilty of infringement of appellee’s 
patent, the court could not by injunction or otherwise afford appel- 
lants protection in their further marketing of the infringing devices, 
and thus the injunctive relief asked in appellants’ counterclaim was 
properly denied. 

The decree of the District Court is affirmed. 


HANDEL Co. v. JEFFERSON GLass Co. ET AL. 
(265 Fed. Rep. 286) 


United States District Court for the Northern District of West 
Virginia 


May 1, 1920 


1, Uwnratr CompetTiTioN—NATURE OF THE WRONG. 

The essence of the wrong in unfair competition consists in the sale 
of the goods of one manufacturer or vendor as those of another, and 
if the defendant does not so conduct its business as to palm off its goods 
as those of the complainant, the action fails. 

Unram Competirion—NatureE OF THE Wronc—ELEMENT oF DEcEIT. 

Where the evidence showed that the goods of the defendants were 
never sold under any false representation, direct or indirect, that they 
were of complainant’s manufacture, but were in fact sold as competi- 
tive goods, fully marked and branded, and billed to purchasers as de- 
fendants’, it could not be maintained that purchasers had been deceived 
into believing that defendants’ goods were complainant’s, and the charge 
of unfair competitie= -ould not be sustained. 


to 
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Suit in equity, complainant alleging infringement of a patent 
and unfair competition. Decree for defendants. 

H. E. Dunlap, of Wheeling, W. Va., and Dodson & Roe, of 

New York City, for complainant. 

J. M. Ritz and John A. Howard, both of Wheeling, W. Va., 
and Duell, Warfield & Duell, of New York City, for de- 
fendants. 

Dayton, District Judge: The plaintiff has instituted this 

suit for infringement of United States patent, No. 979,664, issued 
December 27, 1910, coupled with a charge of unfair competition. 
Both of the corporation defendants have answered, fully traversing 
the allegations of the bills. The subject-matter of the controversy 
relates to the manufacture and sale of lamp shade holders. The 
defendant, the Jefferson Glass Company, in its separate answer, 
specifically and positively denies that it is— 
“engaged in the use, manufacture, or sale of said shade holders, such as 
described in plaintiff’s bill of complaint, or any shade holders whatever. 
It is engaged in the business of manufacturing and sale of glass. Re- 
spondent does not use, sell, or manufacture any shade holders whatever, nor 
have any of its officers or agents used, sold, or manufactured any shade 
holders whatever, and respondent is in no way interested or engaged in 
the manufacture and sale of any shade holders whatsoever, and has not 
in any way infringed on the plaintiffs patent.” 

The only positive evidence adduced to refute this denial is the 
admitted fact that its codefendant, the Jefferson Company, buys 
from the Glass Company “the plain crystal or opal blank (shade) 
as it comes from the mold,” which it takes in its unfinished state, 
finishes, decorates, and fits to the lamp unit which it sells. There 
is, and can be, no contention that plaintiff's patent covers the manu- 
facture and sale of lamp shades. Its object is confined solely to 
the holder of such shades. The specification of the patent itself is 
sufficient to settle that. It says: 

“The object of our invention is to produce a holder for lamp shades 
and the like, having features of novelty and advantages.” 

It inevitably follows that for a glass company to manufacture 
the plain crystal or opal blank as it comes from the mold in no way 
infringes the plaintiff's patent right, unless it be shown that it does 
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so in direct collusion and interest with another for the purpose of 
adjusting to such shade the patented holder and selling it, so ad- 
justed, as a finished product. I have carefully considered the state- 
ment of witness Netting that Austin, the manager of the Jefferson 
Company, told him that he had left the Handel Company with the 
idea of going into the lamp business with other gentlemen who were 
interested in the Jefferson Glass Company, but that the new company 
was to go under the name of the Jefferson Company, and they were 
to make high-class lamps, and were to operate simply as a selling 
agent for the Jefferson Glass Company. 

This may be perfectly true. He may have contemplated mak- 
ing just such an arrangement and combination, but it does not 
follow that he was able to, or did in fact, make them. It may be 
true that gentlemen interested in the Glass Company are interested 
in the Jefferson Company, but that fact alone cannot be held suffi- 
cient to fix liability upon the corporation itself. Witness Carr states 
Austin told him, when he showed him their line of goods in the 
Jefferson Hotel, St. Louis, ‘about two years ago,’ that— 


“The Jefferson Company was a new concern, which had been formed 
to sell the product of the Jefferson Glass Company and that anything I 
would buy from the Jefferson Company would be the product of the Jeffer- 
son Glass Company.” 


This cannot be held sufficient to bind the Glass Company for 
two reasons: First, because Austin is not shown to be connected 
in any capacity with the Glass Company and for any false repre- 
sentation of his it could not be bound; second, because the state- 
ment, reasonably construed, may be held to have meant that the 
material used in the manufacture of the glass shades in blank was 
to be that of the Glass Company, which is admitted to be true. As 
to the statements of the “drummer,” or traveling salesman, Brunn, 
it cannot, we think, be held that his position was such as to warrant 
holding the Glass Company responsible, without some proof of his 
being authorized to make them by some responsible officer of that 
company. The recklessness of statements made by “drummers” 
in order to secure orders is too well known. 

In opposition to all this inferential testimony stands out the 
positive denial in the answer of the Glass Company, and the positive 
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testimony of Austin, that the only connection between the two com- 
panies is that the Jefferson Company purchases, in due course of 
trade, from the Glass Company, only the plain crystal or opal shade 
blank, which was and could not be in any way covered by patent, 
because of the long and general use of lamp shades. It follows 
that this cause must be dismissed as to the Glass Company. 

Nor am I impressed with the very serious and earnest conten- 
tion of complainant’s counsel that the facts of this case disclose a 
“most abominable case of unfair competition.” Manufacturers have 
three distinct methods, under our laws, whereby they may protect 
their peculiar trade articles from being manufactured and sold by 
others: First, as to some such articles, by securing a patent; and, 
second, as to others, by securing a trade-mark monopoly; and, third, 
by resort to equity to secure its injunction against unfair competi- 
tion. The resort to the last is decidedly less effective than the 
other two; for, as said by Chief Justice Fuller, in Lawrence Mfg. 
Co. v. Tennessee Mfg. Co., 188 U. S. 551, 11 Sup. Ct. 402, 34 L. 
Ed. 997, “the deceitful representation or perfidious dealing must 
be made out or be clearly inferable from the circumstances.” The 
same distinguished jurist speaking for the Supreme Court, has 
said in Howe Scale Co. v. Wyckoff, etc., 198 U. S. 140, 25 Sup. Ct. 
614, 49 L. Ed. 972, “the essence of the wrong in unfair competition 
consists in the sale of the goods of one manufacturer or vendor for 
those of another, and, if the defendant so conducts its business as 
not to palm off its goods as those of complainant, the action fails.” 
He cites Mr. Justice Strong’s statement in Canal Co. v. Clark, 13 
_ Wall. 311, 20 L. Ed. 581, that “purchasers may be mistaken, but 
they are not deceived by false representations, and equity will not 
enjoin against telling the truth’; Mr. Justice Clifford’s in McLean v 
Fleming, 96 U. S. 245, 24 L. Ed. 828, that “a court of equity will 
not interfere, when ordinary attention by the purchaser of the article 
would enable him at once to discriminate the one from the other” ; 
Mr. Justice Jackson’s in Columbia Mill Co. v. Alcorn, 150 U. S. 
460, 14 Sup. Ct. 151, 37 L. Ed. 1144, that “even in the case of a 
valid trade-mark, the similarity of brands must be such as to mis- 
lead the ordinary observer” ; and also cites Coats v. Merrick Thread 
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Co., 149 U. S. 562, 13 Sup. Ct. 966, 37 L. Ed. 847, and Liggett & 
Myers Tobacco Co. v. Finzer, 128 U. S. 182, 9 Sup. Ct. 60, 32 L. 
Ed. 395. 

Resort to this action is not to be encouraged for several rea- 
sons; among others, because the remedy it seeks, if applied, is not 
limited in time, as in the cases of patents and trade-marks, and be- 
cause all legitimate and lawful competition is not only permissible, 
but extremely desirable, and entitled to be encouraged to the last 
limit. The public is vitally interested in seeing that no monopoly 
be acquired by any one in the manufacture and sale of articles of 
necessity, or even luxury, that is calculated to increase the selling 
price thereof. On the contrary, the man who can produce a better 
quality of a given article and sell it at a lesser price than it has 
been selling for theretofore in the market, is entitled to the highest 
commendation. Circuit Judge Sanborn, of the Eighth Circuit, in 
Wrisley v. Iowa Soap Co., 122 Fed. 796, 59 C. C. A. 54, has so 
clearly stated the law that such statement leayes little, or nothing 
more to be said: 


“Every manufacturer and vendor has the undoubted right to sell the 
goods he makes or owns to the public, to his own customers, and to the 
customers of his competitors if he can, at lower prices and on better terms 
that those furnished by them, and by these and by all fair means to divert 
their trade to himself, even though his activity and enterprise may destroy 
the business of his rivals. The only intention the law condemns is the 
purpose of a manufacturer or vendor to palm off his own goods as those 
of his competitor, and the only acts from which such an intention may be 
lawfully inferred are those whose natural and probable effect is to perpetrate 
such a fraud. The line of demarcation between acts indicative of a lawful 
and of an unlawful intent here runs wide and clear between those which 
would not and those which would be likely to induce the common purchaser, 
when exercising ordinary care, to buy the article of the vendor as the 
product or property of his competitor. The duty is imposed upon every 
manufacturer or vendor to so distinguish the article he makes or the goods 
he sells from those of his rival that neither its name nor its dress will 
probably deceive the public or mislead the common buyer. He is not, 
however, required to insure to the negligent or the indifferent a knowledge 
of the manufacture or the ownership of the articles he presents. His 
competitor has no better right to a monopoly of the trale of the careless 
and indifferent than he has, and any rule of law which would insure it to 
either would foster a competition as unfair and unjust as that promoted 
by the sale of the goods of one manufacturer as those of another. One 
who so names and dresses his product that a purchaser who exercises or- 
dinary care to ascertain the sources of its manufacture can readily learn 
that fact by a reasonable examination of the boxes or wrappers that cover 
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it has fairly discharged his duty to the public and to his rivals, and is 
guiltless of that deceit which is an indispensable element of unfair com- 
petition. Centaur Co. v. Marshall, 97 Fed. 785, 789, 38 C. C. A. 413, 417; 
Coats v. Thread Co., 149 U. S. 564, 567, 572, 573, 13 Sup. Ct. 966, 37 L. Ed. 
847; Kann v. Diamond Steel Co., 89 Fed. 706, 707, 32 C. C. A. 324, 325; 
Manufacturing Co. v. Spear, 2 Sandf. (4 N. Y. Super. Ct.) 599, 606; Canal 
Co. v. Clark, 13 Wall. 311, 322, 20 L. Ed. 581; Gorham Co. v. White, 14 
Wall. 511, 528, 20 L. Ed. 731; McLean v. Fleming, 96 U. S. 245, 255, 256, 
24 L. Ed. 828; N. K. Fairbank Co. v. R. W. Bell Mfg. Co., 23 C. C. A. 554, 


561, 77 Fed. 869, 876.” 

More recent cases by federal courts, fully approving this enun- 
ciation of the law, are 8S. R. Feil Co. v. John E. Robbins Co. (C. 
C. A. 7th Cir.) 220 Fed. 650, 136 C. C. A. 258 [5 T. M. Rep. 163]; 
A. Y. McDonald & Morrison Mfg. Co. v. H. Mueller Mfg. Co. 
(C. C. A. 8th Cir.) 183 Fed. 972, 106 C. C. A. 312; Walter Baker 
@& Co. v. Gray (C. C. A. 8th) 192 Fed. 921, 1138 C. C. A. 417, 
52 L. R. A. (N.S.) 899 [2 T. M. Rep. 141]; Scandinavia Belting 
Co. v. Asbestos, etc. (C. C. A. 2d) 257 Fed. 937, 169 C. C. A. 
87 [9 T. M. Rep. 136]. 

Applying these principles to the facts here, I am driven to hold 
that they fall far short in establishing a case of unfair competition. 
The fact that Austin left the employ of the complainant in order to 
organize an independent company to manufacture and sell lamps 


and lamp shades was not in itself reprehensible. There is no legal 


or moral obligation upon an employee to remain in service and 
refrain from independent competitive business. The complainant 
could have no exclusive trade monopoly in lamps or lamp shades, 
both of which, in all shapes, forms, varieties, and colors, were com- 
mon property many years, doubtless, before the plaintiff company 
had existence. It had taken advantage of this common right to 
manufacture and sell a great variety of lamps, comprising many 
different shapes, sizes, and designs. The Jefferson Company, after 
organization, embarked likewise in the manufacture and sale of 
over one hundred varieties of lamps of different shapes, sizes, and 
designs. The use of lamp shades in various forms is comparatively 


as old as the use of lamps themselves. The use required of them 
necessarily requires the different forms of shades to be of a general 
outline similarity, however, and in the costlier types, such as those 


involved here, the value is largely dependent upon the art and skill 
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displayed in their decoration and other ornamentation. In the exer- 
cise of this common right to manufacture an article in such diversity 
of forms, colors, and varieties, it is very reasonable to suppose that 
sameness will arise in the finished products of the article as produced 
by different manufacturers. In such case, if a manufacturer desires 
to segregate a new and novel form of the article, so as to control 
its making, under ordinary conditions, it becomes his duty to identify 
it by some particular trade-mark, which notifies the world of his 
intention. His attaching to a common article, thus open to all, a 
new and novel means of adjustment or control, can give him no 
right thereby to claim the exclusive use of the article itself. 

For this reason, the action for unfair competition is generally 
confined to cases where the peculiar trade-name, mark, or label of 
a specific article, which has been manufactured and exploited by 
one, is so closely imitated by another’s trade-name, mark or label as 
to deceive the ordinary mind into the belief that the two are of one 
and the same make, or to the other case where fraudulent representa- 
tions, directly or indirectly, are made to the effect that they are of 
the same make. None of these conditions arise here. The evidence 
adduced by both sides refutes their existence. On the contrary, it 
shows that the Jefferson Company’s purpose, as avowed by its man- 
ager, was to manufacture a finer and better lamp and shade of its 
own than the Handel one, and at some twenty-five per cent. less 
cost to the trade; that the lamps and shades were never in any 
single instance sold under any false representation, direct or indirect, 
that they were of the Handel manufacture, but, on the contrary, 
were sold as competitive ones, fully marked and branded, and 
billed to purchasers as the “Jefferson.” It follows that the com- 
plainant, failing in sustaining its charge of unfair competition, in 
no event should recover the costs of taking the many depositions 
all over the country relating to this branch of the case. The con- 
troversy is thus narrowed to two questions—the validity of the 
patent, and that of infringement by the Jefferson Company, and 
the latter is dependent upon the solution of the former. 

As to the validity of the patent, two things are to be par- 
ticularly noted: 
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First—That it cannot be considered a pioneer patent, involving 
a broad initiative invention, embodying original thought in a prac- 
tical mechanism which under the law is to be zealously protected 
by the courts and accorded a wide range of equivalents (Cimiotti 
Unhairing Co. v. American Fur Refining Co., 198 U. S. 899, 25 
Sup. Ct. 697, 49 L. Ed. 1100), but, to the contrary, it can only at 
most be construed to involve an improved combination of old ele- 
ments, whereby a new and useful result, amounting to discovery or 
invention, is attained—not of a trifling character, but a step in 
advance in the useful arts, and it must therefore be subjected to the 
stricter rules of such cases as Railway Co. v. Sayles, 97 U.S. 554, 
24 L. Ed. 1053; Dunbar v. Meyers, 94 U. S. 187, 24 L. Ed. 34; 
Atlantic Works v. Brady, 107 U. S. 192, 2 Sup. Ct. 225, 27 L. Ed. 
438; Knapp v. Morss, 150 U. S. 221, 14 Sup. Ct. 81, 37 L. Ed. 
1059; Phillips v. Detroit, 111 U. S. 604, 4 Sup. Ct. 580, 28 L. Ed. 
532; Mast, Foos & Co. v. Stover Mfg. Co., 177 U. S. 485, 493, 20 
Sup. Ct. 708, 44 L. Ed. 856; Potts v. Creager, 155 U. S. 597, 608, 
15 Sup. Ct. 194, 39 L. Ed. 275; Smith v. Nichols, 21 Wall. 112, 
22 L. Ed. 566; Roberts v. Ryer, 91 U.S. 150, 23 L. Ed. 267; Penn. 
Railroad v. Locomotive Truck Co., 110 U. S. 490, 4 Sup. Ct. 220, 
28 L. Ed. 222; Morris v. McMillin, 112 U. S. 244, 5 Sup. Ct. 218, 
28 L. Ed. 702; Blake v. San Francisco, 113 U. S. 679, 5 Sup. Ct. 
692, 28 L. Ed. 1070; Royer v. Roth, 132 U. S. 201, 10 Sup. Ct. 
58, 33 L. Ed. 322; Watson v. Cincinnati Ry. Co., 132 U. S. 161, 
10 Sup. Ct. 45, 33 L. Ed. 295; Marchand v. Emkem, 132 U. S. 
195, 10 Sup. Ct. 65, 33 L. Ed. 332; Butler v. Steckel, 137 U.S. 21, 
11 Sup. Ct. 25, 34 L. Ed. 582; Ansonia Co. v. Electrical Supply 
Co., 144 U. S. 11, 12 Sup. Ct. 601, 36 L. Ed. 327; Gates Iron 
Works v. Frazer, 153 U. S. 882, 14 Sup. Ct. 888, 38 L. Ed. 734; 
Reckendorfer v. Faber, 92 U. S. 347, 28 L. Ed. 719; Tack Co. v. 
Two Rivers Mfg. Co., 109 U. S. 117, 3 Sup. Ct. 105, 27 L. Ed. 
877; Holland v. Shipley, 127 U. S. 396, 8 Sup. Ct. 1089, 32 L. 
Ed. 185; Hendy v. Miners Iron Works, 127 U. S. 370, 8 Sup. Ct. 
1275, 32 L. Ed. 207; Fond Du Lac County v. May, 137 U. S. 395, 
11 Sup. Ct. 98, 34 L. Ed. 714; Busell Trimmer Co, v. Stevens, 137 
U. S. 423, 11 Sup. Ct. 150, 34 L. Ed. 719; Beecher Mfg. Co. v. 
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Atwater Mfg. Co., 114 U. S. 523, 5 Sup. Ct. 1007, 29 L. Ed. 232; 
Wright v. Yuengling, 155 U. S. 47, 15 Sup. Ct. 1, 39 L. Ed. 64; 
Brinkerhoff v. Aloe, 146 U. S. 515, 13 Sup. Ct. 221, 36 L. Ed. 1068; 
Richards v. Chase Elevator Co., 158 U. S. 299, 15 Sup. Ct. 831, 
39 L. Ed. 991; Specialty Mfg. Co. v. Fenton Mfg. Co., 174 U. S. 
492, 19 Sup. Ct. 641, 48 L. Ed. 1058; Slawson v. Grand Street 
R. R. Co., 107 U. S. 649, 2 Sup. Ct. 668, 27 L. Ed. 576; Pearce 
v. Mulford, 102 U. S. 112, 26 L. Ed. 93; Pomace Holder Co. v. 
Ferguson, 119 U. S. 335, 7 Sup. Ct. 382, 80 L. Ed. 406; McClain 
v. Ortmayer, 141 U. S. 419, 12 Sup. Ct. 76, 35 L. Ed. 800; Patent 
Clothing Co. v. Glover, 141 U. S. 560, 12 Sup. Ct. 79, 85 L. Ed. 
858; Corbin Cabinet Lock Co. v. Eagle Lock Co., 150 U. S. 38, 14 
Sup. Ct. 28, 37 L. Ed. 989; Florsheim v. Schilling, 137 U. S. 65, 
11 Sup. Ct. 20, 34 L. Ed. 574; Gardner v. Herz, 118 U. S. 180, 
6 Sup. Ct. 1027, 30 L. Ed. 158; Crouch v. Roemer, 103 U. S. 797, 
26 L. Ed. 426; Machine Co. v. Murphy, 97 U. S. 120, 24 L. Ed. 
935; Magin v. Karle, 150 U. S. 387, 14 Sup. Ct. 153, 37 L. Ed. 
1118; Howard v. Detroit Stove Works, 150 U. S. 164, 14 Sup. Ct. 
68, 37 L. Ed. 1039; Richards v. Chase Elevator Co., 159 U.S. 477, 
16 Sup. Ct. 58, 40 L. Ed. 225; Guidet v. Brooklyn, 105 U. S. 
550, 26 L. Ed. 1106; Tooth Crown Co. v. Gaylord, 140 U. S. 55, 
11 Sup. Ct. 716, 35 L. Ed. 347; Am. Road M. Co. v. Pennock, 164 
U. S. 26, 17 Sup. Ct. 1, 41 L. Ed. 337; Estey v. Burdett, 109 U.S. 
633, 3 Sup. Ct. 531, 27 L. Ed. 1058; Brown v. District of Colum- 
bia, 130 U. S. 87, 9 Sup. Ct. 437, 32 L. Ed. 863; Shenfield v. 
Nashawannuck Mfg. Co., 187 U. S. 56, 11 Sup. Ct. 5, 34 L. Ed. 
573; Wollensak v. Sargent, 151 U. S. 221, 14 Sup. Ct. 291, 38 L. 
Ed. 137; Kokomo Co. v. Kitselman, 189 U. S. 8, 23 Sup. Ct. 521, 
47 L. Ed. 689. 

Second—It is asserted by counsel for the defendants in their 
brief that the original application for this patent as to claim one, 
now here only claimed to be infringed, as disclosed by the file 
wrapper, was rejected by the Patent Office, until it was amended by 
specifying the securing ring 15 as “not rotable.” I do not have 
the file wrapper before me; if a copy of it was put in the record, 
I have failed to find it. The statement, however, is not controverted 
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by counsel for plaintiff in their reply brief, and I feel justified in 
assuming it, therefore, to be true; and, it being true, it is important 
as lessening the prima facie weight in favor of the patent’s validity 
by reason of its issuance, for it seems impossible almost that a 
monopoly of this kind could be supported alone on this “tenuous 
differentiation over art otherwise anticipatory.” The ruling in 
Knapp v. Morss, 150 U. S. 221, 14 Sup. Ct. 81, 87 L. Ed. 1059, 
that ‘“‘a claim in letters patent cannot be so construed as to cover 
what was rejected by the Patent Office on the application for the 
patent” is pertinent. 

The fifty cases hereinbefore cited, from the Supreme Court 
fully illustrate how hard it is, and has been, to control the con- 
suming desire to secure the patent monopoly within bounds, and 


enforce the true principles that, as stated in Atlantic Works v. 
Brady, supra: 


“The design of the patent laws is to reward those who make some 
substantial advance discovery or invention, which adds to our knowledge 
and makes a step in advance in the useful arts. * * * It was never” 
their object “to grant a monopoly for every trifling device, every shadow 
of a shade of an idea, which would naturally and spontaneously occur to 
any skilled mechanic or operator in the ordinary progress of manufactures.” 

And, therefore, where such monopoly is sought for a combina- 
tion of old elements, not only a new and useful result must be 
attained, but it must be such as ‘‘amounts to discovery or invention” 
—‘not of a trifling character, but a step in advance in the useful 
arts’’—that “‘mere mechanical skill can never rise to the sphere of 
invention. The latter involves higher thought and brings into 
activity a different faculty. Their domains are distinct.” That 
“to be patentable the invention covered must consist of a new and 
useful means of accomplishing the result, and if the means consist 
of a mere adaptation, by the application of mechanical skill, of 
devices previously well known, there can be no valid patent.” That 
merely making the parts of a machine or device adjustable with 
respect to each other does not constitute invention, but is within 
the ordinary ingenuity of a skilled mechanic. Fraser v. Gates Iron 
Works, 85 Fed. 441, 29 C. C. A. 261 (C. C. A. 7th Cir.), certiorari 
denied 171 U. S. 687, 18 Sup. Ct. 942. That “an improvement 
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consisting in taking a material well known and long used for the 
purpose, and using it in a method well known and long used, involves 
merely the skill of the workman, and not the genius of the inventor, 
and lacks the novelty of a patent.” That “the substitution of a 
known equivalent for one of the elements of a former structure 
is not patentable.” That “the mere carrying forward or extending 
the application of a prior device, with a change only in degree, does 
not amount to invention.” 

Applying these and other principles so clearly enunciated by 
the Supreme Court in these cited precedents, to the patent here 
involved, I am fully convinced that its validity cannot be held to 
meet the required legal tests, and that these cited cases present 
many devices more nearly so doing than this one does, yet the patents 
issued therefor were by this court of last resort declared invalid for 
lack of novelty and invention under the state and condition of the 
prior art. 

I therefore hold it invalid, refuse the injunction prayed for, 
and direct the dismissal of plaintiff's bills. 


Guapys Lortrus v. GREENWICH LITHOGRAPHING CompPaANy, INc., 
AND James V. RitCcHEY 
(192 N. Y. App. Div. 251) 
New York Supreme Court, Appellate Division, First Department 
May 28, 1920 


Rigut or Privacy—UnavtuHorizep Use or Portrait. 

Where the portrait of an actress, painted from a photograph, was, 
without her consent, used for advertising purposes, she had a cause 
of action under sections 50 and 51 of the New York Civil Rights Law, 
notwithstanding the fact that certain slight changes were made in the 
portrait, the picture being still recognizable as of her. 


Appeal by plaintiff from a judgment of the Supreme Court in 
favor of defendants, entered upon a decision of the court rendered 


after a trial at the New York Special Term. Reversed. 
See 9 T. M. Rep. 362. 
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Nathan Burkan, for the appellant. 

Clarence M. Lewis, of counsel (Jay Leo Rothschild with him 
on the brief; Seligsberg, Lewis & Strouse, attorneys) 
for the respondents. 


Laveuuin, J.: This is an action predicated on the provisions 
of sections 50 and 51 of the Civil Rights Law (Consol. Laws, chap. 
6 [Laws of 1909, chap. 14], as amd. by Laws of 1911, chap. 
226), to enjoin the respondents from using the portrait or picture 
of the plaintiff for advertising purposes or for the purposes of 
trade without having her written consent therefor and to recover 
damages sustained by the plaintiff from such use of her portrait 
or picture. 

The plaintiff is an actress and at the time of the trial in May, 
1919, she was twenty-two years of age and was employed by Mr. 
Ziegfeld and in the summer of 1917 appeared in the “Midnight 
Frolics” in a rose garden scene in a special costume called the 
rose costume, which was made by Lady Duff-Gordon, specially for 
her prior to July, 1917, and with a hat representing the leaves 
of a flower. In July, 1917, she had her photograph taken in this 
costume by Alfred C. Johnson, who testified that he was taking 
photegraphs of several of the artists in that play, representing 
different parts and that he made artistic productions of Miss Loftus 
in a red costume representing a rose. There is no evidence that 
this costume was ever upon or worn by any person other than the 
plaintiff and it is fairly to be inferred from the fact that she so 
appeared in public that she became well known in that character 
and would be readily recognized from the photograph and par- 
ticularly from the costume and pose even though there were as 
here a slight change in the outline of the features and in the poise 
of her head incident to enlarging the portrait or picture and adapting 
it to a particular character by the respondents in the preparation 
of a poster of a photoplay known as “Shame.” The Greenwich 
Lithographing Company, of which the respondent Ritchey was 
president, was engaged in designing and selling theatrical and 
motion picture posters to be used and which were used for trade 
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and advertising purposes in connection with the release of motion 
pictures. The photograph of the plaintiff so taken by Johnson was 
introduced in evidence and the plaintiff showed that it was repro- 
duced in the issue of Harper’s Bazaar for July, 1917, and the 
Metropolitan Magazine for September, 1917, and in the July, 1917, 
issue of Town and Country, but that the plaintiff never consented 
to the use of her picture by the respondents and had no connection 
with the photoplay “Shame,’ and that she did not pose in the 
photoplay “Shame.” The respondents entered into a contract with 
one Noble or the Duplex Film Company, with which he was con- 
nected, by which they agreed to prepare and print the posters for 
advertising the photoplay “Shame” and pursuant thereto in the 
latter part of 1917, or early in 1918, they prepared and delivered 
the posters for that photoplay and they were posted in various 
parts of the City of New York and vicinity for the purpose of 
advertising the photoplay “Shame.’’ The posters of said play so 
prepared by respondents and the photographic copy thereof were 
introduced in evidence. The dimensions of the posters were twenty- 
one feet by nine feet. At the extreme left thereof was printed the 
following: 
“Coming 
Soon 
To Your 
Local 
Picture Theatre 
Distributed by 
Pioneer Film Corp. 
Nathan Hirsh, Pres.” 


A little to the right of the center, the poster contained the 
following: 
“John W. Noble presents 
The Photo Play Of The Hour 
SHAME 
Featuring 
Zena Keefe 
(A story of the World’s unjust condemnation).” 
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The word “Shame” in this poster was printed in very large 
letters. The poster represented a man standing between the adver- 
tisement at the extreme left and the advertisement a little to the 
right of the center and looking and pointing his right hand in scorn 
at a woman represented as standing at the extreme right of the 
poster with her head slightly bowing. It was conceded by the 
respondents that they copied and accurately reproduced on this 
female figure the hat and costume worn by the plaintiff when she 
had said photograph taken and that the hat and costume on the 
female figure on the poster were a representation of the hat and 
costume that appeared on the plaintiff's said picture; and that is 
perfectly apparent without such concession. Respondent Ritchey 
testified that in preparing the poster he used a photograph of a 
man furnished by one Jules Bernstein, who had charge of the dis- 
tribution of the productions and that he delivered this photo to 
one Ira Cassidy, an artist in the employ of the respondent company, 
with instructions to draw for the female character “a picture of 
any girl with downcast eyes’; that Cassidy made a sketch, painted 
in water colors, and that in preparing it, so far as concerned the 
picture of the woman, he had no photograph or model so far as 
Ritchey knew and that the witness saw him preparing the sketch. 
The artist Cassidy, although still in the employ of the respondents 
at the time of the trial, was not called as a witness nor was it shown 
where or how he obtained the information from which he drew this 
accurate sketch of the plaintiff's hat and costume and pose with 
the slight exceptions to which reference has been made. There 
can be no doubt but that the poster is an accurate enlargement of 
the hat and costume worn by the plaintiff when she had the photo- 
graph taken and that the dimensions of the female figure on which 
the hat and costume are shown correspond with the dimensions of 
her figure in the photograph. The photographer Johnson further 
testified that the photograph of the plaintiff which he took was 
an accurate likeness of the plaintiff and that the only change he 
made therein in touching it up was in darkening or lightening; 
that he resided in Mt. Vernon and that in going back and forth 
on the railroad he saw one of the posters in question on a billboard 
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in the vicinity of the Boston Post road several hundred feet distant 
from him and recognized the picture of the woman thereon as an 
enlargement of the picture of the plaintiff so taken by him and 
he testified that while the poster was not a photographic copy of 
his photograph, it was taken from it with slight changes, removing 
from view the right arm which held a rose and changing slightly 
the tilt of the head and the outline of the nose, chin and neck and 
slightly lowering the position of the hair and that in all other re- 
spects the poster and picture were substantially identical; and he 
pointed out that the position of the left hand and fingers on the 
waist and the curve of the hat and other things were identical with 
the photograph and further testified that in reproducing a picture 
in lithography, changes are sometimes made and these changes could 
have been so produced. At this point, the court remarked: ‘We 
may have on the record that the court can see that it is, that it 
has all the essential features of having been copied from this, but 
not literally reproduced.” 

Nearly two months prior to bringing this action, the attorneys 
for the plaintiff wrote the respondents stating that they had written 
Bernstein, who represented the producers of the film, informing 
him that their client objected to the use of the photograph or the 
reproduction of it and demanding that all the pictures of her be 
immediately withdrawn, and that they had received an answer from 
Bernstein stating that he had referred their letter. to the respondents 
and that the respondents had furnished him with the design and 
had furnished the paper on which the poster was printed, and that 
before taking any action they would like to know, among other 
things, where the respondents obtained the picture of the plaintiff 
from which the reproduction on the posters was made, and unless 
they received an answer shortly, they would assume that the re- 
spondents did not intend to answer, and they demanded the dis- 
continuance of any further use of the posters and the destruction 
thereof. The respondents failed to answer that letter. Such failure 
and the failure to produce the artist who prepared the posters have 
an important bearing on the question of fact presented as to 
whether respondents in preparing the posters used plaintiff's photo- 
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graph and whether it was not copied by them. Plaintiff also testified 
that a friend drew her attention to the poster on a billboard at 
Ninety-fifth Street and that she went there and examined it and 
saw that it was her picture. 

The learned trial court accepted the testimony of Ritchey to 
the effect that the artist Cassidy, in designing the poster, produced 
the face of a woman of his own conception and imagination and 
that he did not attempt to reproduce the picture of the plaintiff. 
I am unable to accept this view of the evidence, and I think the 
learned trial court did not attach sufficient importance to the failure 
of the respondent company to produce the artist who, it appears, 
was then in its employ. It was conceded that the artist copied the 
hat and costume worn by the plaintiff and that he copied them 
onto a female figure and there is no evidence that they were ever 
on any other woman. There being no evidence with respect to 
where or how the artist obtained the copies of the costume and hat 
and it appearing that he has placed them on the female figure pre- 
cisely as they were worn by the plaintiff, the only reasonable 
inference is that the artist must have copied them from a copy of 
the plaintiff's photograph, and without any proof of the fact we 
are in effect asked to infer that the artist having her picture before 
him to enable him to copy the hat and costume, in so doing covered 
up her exposed features between the hat and the costume and after- 
wards drew only on his imagination in sketching the form and 
features between them. It is perfectly evident that he had and 
used a copy of the photograph and that he copied the features of 
the plaintiff, but in order to make the picture fit the subject with 
the man pointing his hand in scorn at the woman and charging 
her with shame, it was necessary to tilt her head somewhat to put 
her in an appropriate attitude. If the wholesome provisions of the 
Civil Rights Law, upon which this action is based, can be thwarted 
by using a portrait or picture without consent, provided some such 
slight change in the pose is made by enlargement of the picture 
or. otherwise, then the statute will be of little use and the purpose 
for which it was enacted will be defeated. The statute gives such 
a cause of action to “any person whose name, portrait or picture 
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is used within this State for advertising purposes or for the pur- 
poses of trade without the written consent” therefor having been 
obtained as provided for in the statute. The case, as I view it, falls 
clearly within the provisions of the statute. The plaintiff, there- 
fore, is entitled to an interlocutory judgment for the injunctive relief 
prayed for and providing for the assessment of her damages by 
a jury. 

It follows that the findings of fact and conclusions of law 
inconsistent with these views should be reversed and particularly 
specified in the order, and the judgment should be reversed, with 
costs to appellant, and that findings and conclusions in accordance 
with these views should be made. 


Crarke, P. J., Smitn, Pace and Merrett, JJ., concur. 


Judgment reversed, with costs, and interlocutory judgment 
ordered in favor of plaintiff as directed in opinion. Settle order 
on notice. 


W. B. Mra. Co. v. RUBENSTEIN ET AL. 
(128 Northeastern Rep. 21) 


Supreme Judicial Court of Massachusetts 


June 24, 1920 


1. Uwram Competition—Use or Business NamME—INITIALS. 

The right to use the initials of a business name does not stand on 
the same footing as the right to use the name itself; the initials are not 
the name. 

2. Uwnrair Competition—UseE or Init1Ats or NAME—QUESTION oF LIKE- 

LIHOOD OF CONFUSION. 

Where defendants claimed the right to use the initials of their 
business name as a designation, the sole question involved was whether 
such designation was so similar to that of the plaintiff as to be likely to 
confuse or mislead persons using ordinary discrimination. 

3, Unrarr CompETITION—SIMILAR NAMEsS—LIKELIHOOD OF MISLEADING THE 

PvuBLIc. 

While a court of equity will not interfere to protect a manufacturer 
against harm arising from failure on the part of purchasers to exercise 
ordinary attention which would enable them to notice the difference 
between two names or marks, it will not permit one to assume a trade 
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characterization so similar to that of another as to be likely to mislead 

the public. 

4. Uwnrarr CoMpetTitioN—ASCERTAINMENT OF DAMAGES AND ProFIts— 

Frxpinc By Master. 

Where a case involving unfair competition was referred to a master 
to ascertain damages and profits and he reported that profits had been 
made, but found no damages, it was held that in this there was no 
error of law. 

Unrair CompetTiITiOnN—ASCERTAINMENT OF Prorits—DIscRETION OF 

Master— WITNESSES. 

Where a master was empowered to determine the profits made by 
a defendant guilty of unfair competition, it was within his discretion 
to decide whether a witness was qualified to testify as an expert upon 
the questions involved. 

6. Uwnratr CoMmpeTITION—ASCERTAINMENT OF Prorits—EvIDENCE As TO 
Prorits oF Bustness LeGirimMaTeLy CoNDUCTED. 
Defendants who had improperly appropriated the name of the 
plaintiff were not entitled as of right to show what profits they might 
have made if they had conducted their business in a legitimate manner. 


or 


From a decree of the Superior Court of Suffolk County con- 
firming a master’s report in favor of the plaintiff, the defendants 
appeal. Affirmed. 


James A. Tirrell, of Boston, for appellants. 
Jos. B. Jacobs and Jacobs & Jacobs, all of Boston, for appellee. 


Ruae, C. J.: This is a suit in equity wherein the plaintiff, 
a Massachusetts corporation, seeks to restrain the defendants from 
conducting business under the firm style of R. B. Manufacturing 
Company. The case was heard upon oral evidence by a judge of 
the Superior Court, who made this finding of fact: 


“The plaintiff's corporate name is ‘The W. B. Manufacturing Com- 
pany,’ and its place of business is 65 Essex Street, Boston. 

“Before January 1, 1917, the defendants had been doing business in 
Fall River for many years under the name of Rubenstein Bros., and their 
business was not a competing business. January 1, 1917, the defendants 
moved to 65 Essex Street, Boston, dropped the name ‘Rubenstein Bros.,’ 
assumed the name ‘R. B. Manufacturing Company,’ and entered into active 
competition with the plaintiff in its own line of business. It has not been 
contended by either party that the object of the defendants in dropping 
the name by which they had been known to the trade for many years was 
to drop the reputation which went with it. The more probable explanation 
of their conduct is that they wished to get the benefit of the plaintiff's 
reputation.” 


It is the well settled rule in equity that while it is the duty 
of this court on an appeal with report of the evidence to examine 
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the evidence with care and to reach its own conclusion as to the 
facts, yet a finding made by the trial court after a hearing in which 
witnesses have been called in person to testify before him will not 
be reversed unless plainly wrong. Lindsey v. Bird, 193 Mass. 
200, 79 N. E. 268. Careful consideration of this record convinces 
us that the finding was right. It must stand. 

It is urged in behalf of the defendants that they have a legal 
right to use the letters “R. B.” on the footing that it is their name 
because an abbreviation for Rubenstein Bros. It is enough to say 
that this contention has no foundation either in fact or in law. 
Initials alone do not constitute the name. Description or abbrevia- 
tion is not the equivalent of a name. The distinctive characteriza- 
tion in words by which one is known and distinguished from others 
is the name of a person. Conners v. Lowell, 209 Mass. 111-118, 
95 N. E. 412, Ann. Cas. 1912B, 627. The right of one to use his 
own name in business even when the same as or like that of another 
has recently been considered in Burns v. William J. Burns Inter- 
national Detective Agency, 285 Mass.——, 127 N. E. 3884 [10 
T. M. Rep. 331], where the authorities are collected. Those prin- 
ciples have no bearing upon the case at bar because two or more 
detached and separated letters of the alphabet do not constitute a 
name. Cases like Commonweath v. Gleason, 110 Mass. 66, and 
Carleton v. Rugg, 149 Mass. 550, 22 N. E. 55,5 L. R. A. 193, 14 
Am. St. Rep. 446, have no relevancy to the facts disclosed on this 
record. 

The defendants must stand on the ground that they have no 
natural or superior right to the use of the designation or identi- 
fying letters selected by them for their business. The single ques- 
tion in this connection is whether the trade designation adopted by 
them is sufficiently similar to that of the plaintiff to be likely to 
confuse or mislead those using ordinary discrimination. There was 
ample evidence that the plaintiff had established a trade reputation 
in connection with its name. C. A. Briggs Co. v. National Wafer 
Co., 215 Mass. 100, 102 N. E. 87, Ann. Cas. 1914C, 926 [3 T. M. 
Rep. 323]. While a court of equity will not interfere to protect one 
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against harm arising from failure on the part of purchasers to 
exercise ordinary attention when thereby they would be enabled to 
notice the difference between the two names or marks, it will not 
permit one to assume a trade characterization so closely like that 
of another as to be likely to mislead the public. McLean v. Fleming, 
96 U. S. 245, 255, 24 L. Ed. 828. It seems plain both from the 
nature of the designation adopted by the defendants and from the 
evidence specific to the effect that mistakes of identity had occurred 
among customers of the plaintiff that the latter’s right to be secured 
from unfair competition was infringed. Reading Stove Works v. 
S. M. Howes Co., 201 Mass. 437, 87 N. E. 751, 21 L. R. A. (N. 
S.) 979. 

The case was referred to a master to ascertain damages and 
profits. He found that profits had been made but found no damages. 
In this there was no error of law. Forster Mfg. Co. v. Cutter- 
Tower Co., 215 Mass. 136, 101 N. E. 1083 [3 T. M. Rep. 334]. 

The master found in substance that the defendants had not 
furnished all the information within their control as to costs of 
goods and profits made by them. There was no error in the admis- 
sion of evidence by the master. Whether a witness was qualified 
to testify as an expert was under the circumstances within the 
discretion of the master. Westinghouse Elec. & Mfg. Co. v. Wagner 
Elec. & Mfg. Co., 225 U. S. 604, 32 Sup. Ct. 691, 56 L. Ed. 1222, 
41 L. R. A. (N. S.) 653. 

The rulings of the master respecting rules for computation 
of profits and losses were in accordance with the principles laid 
down in Nelson v. Winchell & Co., 203 Mass. 75, 91, 89 N. E. 180, 
28 L. R. A. (N. S.) 1150. 

The defendants were not entitled as of right under the cir- 
cumstances to show sales made by them to their old customers and 
establish thereby what they might have made if they had conducted 
their business without attempting to appropriate the name of the 
plaintiff. Sazrlehner v. Eisner & Mendelson Co., 138 Fed. 22, 70 
C. C. A. 452; W. R. Lynn Shoe Co. vy. Auburn-Lynn Shoe Co., 100 
Me. 461, 479, 62 Atl. 499, 4 L. R. A. (N. S.) 960. 
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Whether the master should reopen the case for further hearing 


rested in his discretion under the circumstances. N. Y. Bank Note 
Co. v. Kidder Press Mfg. Co., 192 Mass. 391-405, 78 N. E. 463. 


Clearly whether the master’s report should be recommitted 


was within the discretion of the court. 


i. 


Decree affirmed with costs. 





W. R. Speare Co. v. SPEARE ET AL. 
(265 Fed. Rep. 876) 
Court of Appeals of the District of Columbia 
April 5, 1920 


Unrair ComMpPetTiITION—DECEPTION AS TO SUCCESSION IN BustNeEss. 

Where the owner of an established business devised the same, with 
its good will, to his brother, who transferred it to complainant, it was 
held that the widow of the testator and those claiming through her 
should be restrained from doing anything calculated to lead the public 
to believe that the business which she or they conducted was a con- 
tinuation of the business of the testator or in anywise connected there- 
with. 

Unrain CoMPETITION—MISLEADING ADVERTISEMENTS—WARNING AGAINST 

IMITATORS. 

Where the owner of an undertaking business devised it to his 
brother, whose successors continued to conduct.it, and the widow of 
the testator, with others, later opened an undertaking establishment 
in the same building in which the testator had conducted his business 
for many years, and which the widow owned, and posted on the front 
of said building a statement reading: “No interruption to business 
during improvements,” when in fact no improvements were being made 
upon the building at that time, and a further statement declaring: 
“We have no branches,” it was held that the purpose and effect of 
such announcements were to mislead the public into believing that the 
widow and her associates were the successors of the testator. 

Unrar Competition—Ricut to Use Persona Name—INpICATING 

Succession 1N Business. 

A person has a right to use his own name in a business, and to 
convey that right to another, subject to the limitation that he must 
not use it in a manner tending to mislead, as by falsely implying that 
he is the successor of another. 


From a decree of the Supreme Court of the District of Colum- 


bia dismissing its bill, plaintiff appeals. Decree reversed, with 
directions. 
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W. C. Clephane and Paul V. Keyser, both of Washington, 
D. C., for appellant. 

W. W. Millan, R. E. L. Smith and Wm. G. Johnson, all of 
Washington, D. C., for appellees. 


Smytu, Chief Justice: W. R. Speare Company, a corpora- 
tion, brought suit against the defendants, appellees, in which it 
asked that they be restrained from using the name “Speare” in 
their business as undertakers, or, if denied that relief, then that 
the use of the name be qualified in certain particulars; that it be 
awarded the profits made by the defendants through the use of 
the name, and also the damages suffered by it in consequence of 
that use. The court dismissed the bill on the ground that the use 
of the name was not an unlawful interference with the rights of the 
plaintiff, that no deception was practiced thereby, and that its 
use had little, if anything, to do in procuring business for them. 

Willis R. Speare, under the name of W. R. Speare, was en- 
gaged in the undertaking business in this District from about the 
year 1872 until he died in 1907; his establishment acquired a repu- 
tation for efficiency, and his business became one of the largest 
of its kind in the District. By his will he transmitted the business, 
with the good will and reputation thereof, to his brother, Frank 
A. Speare. Immediately after his death his estate took charge of 
the business, and continued it until 1915 in the name of W. R. 
Speare; Frank A. Speare, the brother, being in charge. In 1915 
Frank A. died. Thereupon Virginia L. Speare, widow of Willis 
R. Speare, announced her intention of immediately taking over the 
business and conducting it in her own interest, on the assumption, 
as alleged, that the bequest in favor of Frank A., contained in her 
husband’s will, was not binding upon her. 

The sons of Frank A., as administrators c. t. a. of his estate, 
commenced a suit in the Supreme Court of the District against 
her and one White, individually and as administrators c. t. a. of 
the estate of Willis R. Speare, to enjoin the action threatened by 
her. This suit resulted in a decree which found that the plaintiff 
was entitled to the business conducted by Willis R. Speare at the 
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time of his death, together with the good will thereof, and which 
restrained her and White— 

“from directly or indirectly conducting or participating either as stock- 
holders, partners, or otherwise, in the conduct of the business of under- 
taker or funeral director under the name of Willis R. Speare, or W. R. 
Speare, or under the name of the estate of Willis R. Speare, or W. R. 
Speare, or in any manner such as to lead the public to understand that 
any such business as may be conducted by them or any of them as aforesaid 
is the business of the said Willis R. Speare, or W. R. Speare, or that 
they or any of them are conducting the same as his successor or as the 
successor of the estate of the said W. R. Speare.” 

Soon after this decree was entered, the appellant was organized 
as a corporation by the plaintiffs in that case. It then acquired from 
the sons of Frank A. and from his estate the business of the Willis 
R. Speare establishment and the good will thereof, and was the 
owner of both when the present bill was filed. About the same 
time the defendant Virginia L. Speare and another opened an 
undertaking business under the name of V. L. Speare Company, 
the corporation appellee, and has ever since conducted the same. 

It is asserted by the appellant that the use of the name “V. 
L. Speare Company” by the appellees leads the public to understand 
that the business carried on thereunder is the business established 
by Willis R. Speare; that the name was adopted by them for the 
purpose of obtaining the advantage of the reputation and established 
trade of that business, and for the purpose of deceiving the public; 
also, that the appellees by placing on the front of the building in 
which V. L. Speare Company, a corporation, does business, this 
notice, ‘““No interruption to business during improvements’; by 
advertising, ““We have no branches’; by causing to be printed in 
the telephone directory, “V. L. Speare Company, Undertakers” ; 
by falsely stating in the same directory that Mrs. W. R. Speare 
resides at the place of business of the appellee corporation; by con- 
spicuously displaying in V. L. Speare’s place of business the picture 
of Willis R. Speare, have caused the public to believe that the V. L. 
Speare Company is the successor of Willis R. Speare, and that they 
have thereby violated the decree. 

The appellees, in effect, admit the facts as just set out, but 
deny that they have violated in letter, spirit, or effect, any pro- 
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vision of the injunction, or infringed any right of the plaintiff or 
its predecessors in interest. 

The purpose of the decree referred to above is to enforce the 
provision of the will of Willis R. Speare bequeathing the business 
which he had established, with its good will, to his brother, Frank 
A. Speare, father of Almus R. and Willis B. Speare, doing business 
under the name of W. R. Speare Company, the appellant, and it 
must be read in the light of that fact. If Virginia L. Speare or 
those claiming through her are doing anything calculated to lead 
the public to believe that the business which they are conducting 
is a continuation of the business of Willis R. Spear, or is in anywise 
connected therewith, they must be stopped. Donnell v. Herring- 
Hall-Marvin Safe Co., 208 U. S. 267, 274, 28 Sup. Ct. 288, 52 L. 
Ed. 481. 

The building in which Willis R. Speare had conducted his es- 
tablishment for so many years is owned by Virginia L. Speare, and 
the business of the appellees is carried on therein. On the front of 
the building they posted the statement, “No interruption to business 
during improvements.” A photograph of the building fails to dis- 
close that any improvements were being made at that time. The 
purpose, then, and we think the effect, of the announcement was to 
lead the public to think that there was no interruption in the business 
of Willis R. Speare, and that the appellees were conducting that 
business as his successors. So it is with the announcement, “We have 
no branches.” This might well lead a person who knew that Willis 
R. Speare had been conducting his business there, to believe that 
there was no other Speare engaged in the undertaking business, 
and, consequently, that appellees must be his successor. 

In Stark Brothers Nurseries, etc., v. Stark (D. C.) 248 Fed. 
154, 159 [8 T. M. Rep. 5863], the announcements were: 

“No connection with any other concern. The William P. Stark 
Nurseries is not connected or related in any way with any other nursery 
with similar name.” 

Commenting on this, the court said that these announcements, 
instead of absolving the defendants from the charge of unwarranted 
encroachment, “really invite the public to regard the defendants as 
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the original Starks, and all others of similar name as interlopers 
in the nursery business in Missouri.”’ 

Virginia L. Speare has a right to use her own name in the 
undertaking business, and hence to convey that right to another, 
but, subject to the limitation, that it must not be used in a manner 
tending to mislead. Herring-Hall-Marvin Safe Co. v. Hall’s Safe 
Co., 208 U. S. 554, 28 Sup. Ct. 350, 52 L. Ed. 616. 

The facts in the Herring Case are not unlike those in this case. 
There it appeared that Joseph L. Hall had established an important 
business in the manufacture of safes and locks, which he transferred 
to a corporation called Hall’s Safe & Lock Company, the stock of 
which was owned by him and his children. Later this corporation 
sold all its property, including trade-marks, trade rights and good 
will, and its business as a going concern, to the Herring-Hall-Marvin 
Company, which in turn sold to the Herring-Hall-Marvin Safe 
Company, petitioner in the action. After this, the sons of Joseph 
L. Hall formed a corporation, known as Hall’s Safe Company. Suit 
was brought by the petitioner against the sons and their corporation 
to enjoin them from carrying on business under the name of Hall’s 
Safe Company, or any other name calculated to make persons believe 
that they were dealing with the establishment founded by Joseph 
L. Hall, or with the petitioner, and also to enjoin them from adver- 
tising or making their product as Hall’s safes. The court held 
that, while the petitioner had by the transfers we have mentioned 
acquired the right to use the name “Hall,” it was not an exclusive 
right; that Hall’s sons could also use it, but that they could not do 
it, “either alone or in combination, in corporate name, on safes, or 
in advertisements, unless accompanied by information that the de- 
fendant is not the original Hall’s Safe & Lock Company or its suc- 
cessor. * * *” 208 U. S. 560, 28 Sup. Ct. 352, 52 L. Ed. 616. It 
further said that the sons— 


“might have called attention to the fact that they were the sons of the 
the man who started the business; they might have claimed their due share, 
if any, of the merit in making Hall’s safes what they were * * * But they 
would have been at the disadvantage that some names and phrases, other- 
wise truthful and natural to use, would convey to the public the notion 
that they were continuing the business done by the company, or that they 
were in some privity with the established manufacture of safes which the 
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public already knew and liked. To convey that notion would be a fraud, 
and would have to be stopped. Therefore such names and phrases could 
be used only if so explained that they would not deceive.” 208 U. S. 559, 
28 Sup. Ct. 351, 52 L. Ed. 616. 

The court did not hold that relief could not be granted unless 
actual damages were sustained by the plaintiff, but restrained the 
defendant on the ground that the course of conduct pursued by 
it was calculated to deceive the public, that it was a fraud, and must 
cease. 

In the Donnell Case, supra, which arose out of substantially the 
same facts, the court said that an injunction would issue “against 
using any name, mark, or advertisement indicating” that the one 
against whom the relief was sought was the successor of the original 
company, or interfering with the good will secured from it. Apply- 
ing the doctrine of these cases to the case at bar, Virginia L. Speare 
has a right to use her name in business—may, if she wishes, state 
that she is the widow of W. R. Speare; but these things may be done 
by her only in such a manner as not to deceive. We do not think 
the plaintiff has shown any actual damages resulting from the things 
of which it complains. 

The decree of the lower court is reversed, at the cost of the 
appellees, with directions to enter a decree prohibiting the appellees, 
their agents or employees, from using the word “Speare’ as the 
name, or part of the name, of their business as undertakers, or in 
advertisements, telephone directories, signs, or statements of any 
nature, unless accompanied by the words “neither the successors 
of, nor connected with, the original W. R. Speare establishment,” 
in appropriate juxtaposition therewith, and in conspicuous letters, 
and from making any statement, oral or otherwise, that they or any 
one of them is continuing the original business formerly done by 
W. R. Speare under that name at 940 F Street, N. W., and now 
carried on by the defendants, or that they have any privity or con- 
nection by succession, inheritance, or otherwise, with said business, 
or that said original business is no longer in existence or is not 
being continued by the plaintiff herein. 

Reversed. 
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Frencu Battery & Carson Company v. THe Prest-O-Lite 
Company, INc. 
Tue Prest-O-Lire Company, Inc. v. FreNncn Barrery & Carson 
CoMPANY 


(277 O. G. 182) 
Court of Appeals of the District of Columbia 


May 3, 1920 


1, Trape-Marxs—Simirak Marxs—“Ray-O-Lire” anp “Prest-O-Lite.” 
The word “Ray-O-Lite” for storage batteries held to be unregis- 

trable because of the prior use of “Prest-O-Lite” for the same goods. 

2. TrapE-Marks—Simitar Marks—Prior ReoistraTION OF MARKS OF THE 

Same GENERAL CHARACTER. 

“Ray-O-Lite” was held to be registrable for electric lamps not- 
withstanding the prior use by the opposer of “Prest-O-Lite” for storage 
batteries, in view of the fact that others had registered for electric 
lamps various marks as nearly resembling “Prest-O-Lite” before op- 
poser had applied that word to storage batteries. 


Appeal from a decision of the Commissioner of Patents. Af- 
firmed. 
See 9 T. M. Rep. 318. 


Mr. D. B. Cheever, for the appellant. 
Mr. E. W. Bradford, for the appellee. 


Ross, J.: These appeals are from a decision of the Patent 
Office sustaining the opposition of the Prest-O-Lite Company, Inc., 
to the registration by the French Battery & Carbon Company of 
the words “Ray-O-Lite” in connection with the sale of storage 
batteries, and permitting such registration as to electric lamps. 
The French Battery & Carbon Company appeals from the former 
ruling, while the Prest-O-Lite Company appeals from the latter. 

When “Ray-O-Lite” was adopted in 1917, “Prest-O-Lite” had 
been in extensive use on storage batteries by the Prest-O-Lite Com- 
pany, Inc., for several years, and many thousands of dollars had 
been expended advertising these batteries. We agree with the 
Commissioner that the registration of “Ray-O-Lite” for use on 


storage batteries would be likely to cause confusion. (Thomas 
Mfg. Co. v. Aeolian Co., 47 App. D. C. 876 [8 T. M. Rep. 151].) 
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But since it appears that before the Prest-O-Lite Company ex- 
tended its business to include storage batteries, other concerns had 
registered marks for electric lamps which, as found by the Com- 
missioner, “are about as near to ‘Prest-O-Lite’ as is ‘Ray-O-Lite,’”’ 
we also agree with the Commissioner that the Prest-O-Lite Com- 
pany is not in a position to prevent the registration of ““Ray-O-Lite”’ 
for use on electric lamps. (Alaska Packers Assoc. v. Admiralty 
Trading Co., 43 App. D. C. 198 [5 T. M. Rep. 251].) 


The decision of the Commissioner is affirmed. 


In Re Scuott Manvuracturine Company, Inc. 
(276 O. G. 599) 


Court of Appeals of the District of Columbia 


June 2, 1920 


1, Trapve-Marks—Recistration—Descriptive Devices, 

A picture showing an upraised hand holding an instep support 
against the arch of a foot is descriptive and cannot be registered as 
a trade-mark for instep supports. 
Trave-Marks—REGIsTRATION—DIscLAIMER. 

If after the removal of a disclaimed descriptive feature what 
remains of the mark is different from the mark as used or is still 
descriptive, the disclaimer is of no avail. 


L33) 


Appeal from a decision of the Commissioner of Patents. 


Affirmed. 
See 9 T. M. Rep. 321. 


Mr. J. H. Milans and Mr. C. T. Milans, both of Washington, 
D. C., for the appellant. 
Mr. T. A. Hostetler, of Washington, D. C., for the Commis- 


sioner of Patents. 


Smytu, C. J.: Scholl applied to have registered as a trade- 


mark for instep supports a drawing of which this is a copy: 
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Frencu Battery & Carson Company v. THe Prest-O-Lite 
Company, INc. 
Tue Prest-O-Litre Company, Inc. v. FreNcu Barrery & CarBon 
CoMPANY 


(277 O. G. 182) 
Court of Appeals of the District of Columbia 
May 3, 1920 


1, Trape-Marxs—Simirar Marxs—“Ray-O-Lire” ann “Prest-O-Lite.” 
The word “Ray-O-Lite” for storage batteries held to be unregis- 

trable because of the prior use of “Prest-O-Lite” for the same goods. 

2. Trape-Marks—Simitar Marks—Prior REGistrATION OF MARKS OF THE 

Same GENERAL CHARACTER. 

“Ray-O-Lite” was held to be registrable for electric lamps not- 
withstanding the prior use by the opposer of “Prest-O-Lite” for storage 
batteries, in view of the fact that others had registered for electric 
lamps various marks as nearly resembling “Prest-O-Lite” before op- 
poser had applied that word to storage batteries. 





Appeal from a decision of the Commissioner of Patents. Af- 
firmed. 
See 9 T. M. Rep. 318. 


Mr. D. B. Cheever, for the appellant. 
Mr. E. W. Bradford, for the appellee. 


Ross, J.: These appeals are from a decision of the Patent 
Office sustaining the opposition of the Prest-O-Lite Company, Inc., 
to the registration by the French Battery & Carbon Company of 
the words “‘Ray-O-Lite” in connection with the sale of storage 
batteries, and permitting such registration as to electric lamps. 
The French Battery & Carbon Company appeals from the former 
ruling, while the Prest-O-Lite Company appeals from the latter. 

When “‘Ray-O-Lite” was adopted in 1917, “Prest-O-Lite” had 
been in extensive use on storage batteries by the Prest-O-Lite Com- 
pany, Inc., for several years, and many thousands of dollars had 
been expended advertising these batteries. We agree with the 
Commissioner that the registration of “Ray-O-Lite” for use on 


storage batteries would be likely to cause confusion. (Thomas 
Mfg. Co. v. Aeolian Co., 47 App. D. C. 376 [8 T. M. Rep. 151].) 
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But since it appears that before the Prest-O-Lite Company ex- 
tended its business to include storage batteries, other concerns had 
registered marks for electric lamps which, as found by the Com- 
missioner, “are about as near to ‘Prest-O-Lite’ as is ‘Ray-O-Lite,’”’ 
we also agree with the Commissioner that the Prest-O-Lite Com- 
pany is not in a position to prevent the registration of ““Ray-O-Lite”’ 
for use on electric lamps. (Alaska Packers Assoc. v. Admiralty 
Trading Co., 43 App. D. C. 198 [5 T. M. Rep. 251].) 
The decision of the Commissioner is affirmed. 


In Re Scuoitt Manuracturine Company, Inc. 
(276 OU. G. 599) 


Court of Appeals of the District of Columbia 


June 2, 1920 


1, Trapve-Marks—Recistration—Descriptive Devices, 
A picture showing an upraised hand holding an instep support 
against the arch of a foot is descriptive and cannot be registered as 
a trade-mark for instep supports. 
2. ‘TrapE-Marxks—REGisTRATION—DIsCLAIMER. 
If after the removal of a disclaimed descriptive feature what 
remains of the mark is different from the mark as used or is still 
descriptive, the disclaimer is of no avail. 


Appeal from a decision of the Commissioner of Patents. 
Affirmed. 
See 9 T. M. Rep. 321. 


Mr. J. H. Milans and Mr. C. T. Milans, both of Washington, 
D. C., for the appellant. 

Mr. T. A. Hostetler, of Washington, D. C., for the Commis- 
sioner of Patents. 


Smytu, C. J.: Scholl applied to have registered as a trade- 


mark for instep supports a drawing of which this is a copy: 
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He alleged use of the mark from 1912. In the statement 
accompanying the application he said that he made no claim to the 
representation of the arch support. The application was rejected 
on the ground that the mark was a descriptive device. The trade- 
mark statute (33 Stat. L. 724, chap. 592, sec. 5) declares that “no 
mark which consists merely * * * in words or devices which are 
descriptive of the goods with which they are used” shall be regis- 
tered. The mark of the applicant is a device and is merely de- 
scriptive. We agree with the examiner of trade-marks and designs 
that it is— 


“an apt and convenient way of describing the characteristics of the arch 
support and of the benefits to be derived from using the same, and it 
would be most natural for other manufacturers to use or want to use the 
same sort of picture to describe or advertise a similar mark.” 

The disclaimer does not help the applicant, for two reasons: 
(1) What would remain after the representation of the arch sup- 
port had been removed would not be the mark which he had used 
on his goods, but only a part of it. It would be a different mark— 
one that he had not used, and hence he would not be entitled to 
register it (Id., Sec. 1). (2) Even if that were not so, the remain- 
ing part would “still inform the beholder,” as the assistant com- 
missioner ruled, “‘that the goods so marked were supports for the 
instep,’ and hence would be descriptive. 

It is immaterial that the device has been extensively used by 
the applicant, or that several traders have not heard of its being 
used by others, for these things do not tend to prove, even in the 
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least, that it is not descriptive. Being descriptive, the statute 
forbids its registration. 


The decision of the Commissioner of Patents is affirmed. 


H. Kvuun & Sons, Inc., v. AntHUR LetTs 
Court of Appeals of the District of Columbia 
June 2, 1920 
Trave-Marxs—Recistration—Use in INTERSTATE CoMMERCE. 
Where persons living outside of the State in which appellee kept 
his store wrote to others within said State, requesting them to purchase 
at appellee’s store and send to them certain goods bearing appellee’s 


trade-mark, the resulting shipments did not constitute such use in in- 
terstate commerce as would entitle the mark to registration. 


Appeal from a decision of the Commissioner of Patents. 
Reversed, with directions. 


See 9 T. M. Rep. 314. 


Mr. Harlan Moore, of New York City, and Mr. Wm. F. Hall, 
of Washington, D. C., for the appellant. 
Mr. C. J. O’Neill, of Washington, D. C., for the appellee. 


Ross, Associate Justice: Appeal from a decision of the Com- 
missioner of Patents in a trade-mark interference proceeding in- 
volving the mark “American Boy.” 

Appellant was granted registration of the mark in 1917, on an 
application filed in 1915, and its use of the mark commenced just 
prior to the filing of its application. 

Appellee is the proprietor of a department store in Los An- 
geles, California, and the testimony clearly shows local use of 
“American Boy” as a trade-mark long prior to the earliest date 
claimed by appellant. The sole question is whether an interstate 
use has been shown. The evidence on this point tended to show 
that parties outside California had written to friends or relatives 
in Los Angeles and, through them, had purchased “American Boy” 
clothing, and that those purchases were shipped by such friends 
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or relatives to their ultimate destination. Aside from vague and 
unsatisfactory testimony by a representative of appellee’s firm, this 
was the evidence upon which appellee depended to show interstate 
use. 

The Trade-Mark Act (33 Stat. 724), requires an applicant for 
registration to accompany his application “by a written declaration 
verified by the applicant * * * * * * that such trade-mark is used 
in commerce among the several states, or with foreign nations, or 
with Indian Tribes * * * * *.” Applicant complied with this pro- 
vision in the present case by declaring under oath “that said trade- 
mark is used by him in commerce among the several States of the 
United States. Clearly the use contemplated by the statute is a 
use by the applicant himself, or by some one for him, and not an 
independent or incidental use by a third party, the reason being 
that before an applicant is entitled to registration he must show 
that his business extends beyond the boundaries of his own State 
or into the territory of an Indian Tribe. Appellee’s business, so 
far as the present record shows, was local. That persons outside 
the State procured appellee’s goods in California and had them 
sent outside that State is beside the question, for appellee was in 
no way responsible for, and hence could not benefit by, such a trans- 
action. The sale was local and not interstate. Appellee evidently 
appreciated the difficulty, for in the Patent Office he requested an 
opportunity to introduce further testimony “to prove interstate com- 
merce,” but the Commissioner, being of the view that appellee had 
“fairly proven the interstate use” of the mark, did not deem it 
necessary to reopen the case. 

The decision must be reversed but, in the circumstances, the 
case will be remanded with directions to permit appellee to intro- 


duce further testimony on the question of interstate use. 
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Prest-O-Lite Company, Inc., v. Ptay-O-Lire Company, INc. 
Court of Appeals of the District of Columbia 
June 2, 1920 


Trave-Marks—ReEcistraTioN—Opposition—Goops Coverep By Use. 

Where, after appellant had adopted “Prest-O-Lite” as a mark for a 
gas tank, but before it had applied the same to storage batteries, 
several other word marks terminating in “-lite” were registered by dif- 
ferent applicants for electric lamps, appellant was not in a position to 
prevent the registration of “Play-O-Lite” for electric lamps to be used 
on the front of pianos. 


Appeal from concurrent decisions of the Patent Office. 
Affirmed. 
See 9 T. M. Rep. 318. 


Mr. E. W. Bradford, of Washington, D. C., for the appellant. 
Mr. Wm. F. Hall, of Washington, D. C., for the appellee. 


Ross, Associate Justice: Appeal from concurrent decisions of 
the Patent Office in a trade-mark opposition proceeding. 

In 1904 appellant adopted the mark “Prest-O-Lite” for use 
on gas tanks, and in 1915 it applied the same mark to the manu- 
facture of storage batteries. In 1917 appellee adopted the mark 
“Play-O-Lite” for use on electric lamps for illuminating the front 
of pianos. The record shows that “Linolite’’ was registered for 
use on incandescent electric lamps in 1907, the application showing 
use of the mark since 1902. ‘“Tubolite’ was registered in 1909 
for the same goods, the date of use being 1906. “Portalite” for 
use on electric lamps was registered in 1912, while “Pract-El-Lite” 
for incandescent electric lights was registered in 1915, with July of 
1914 as the date of use. So far as appears, all these marks are in 
use and were in use when appellant extended its business to cover 
or include storage batteries. We have just ruled, in French Bat- 
tery § Carbon Company v. The Prest-O-Lite Company, present 
term, where the facts were the same, that the Prest-O-Lite Com- 
pany was not in a position to prevent the registration of ‘“Ray-O- 
Lite” for use on electric lamps [10 T. M. Rep. 378]. The same rea- 
soning applies here. When “Linolite,” “Tubolite,’ “Portalite” and 
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“Pract-El-Lite” were registered for. use on electric lamps and lights 
the field was open, for at that time appellant was using its mark on 
gas tanks. Appellant’s subsequent use of its mark in 1915 on storage 
batteries did not entitle it, of course, to strike down the prior regis- 
trations made in good faith or destroy the business of the various 
firms securing those registrations. (See United Drug Co. v. Rectanus, 
248 U.S. 90, 101 [9 T. M. Rep. 1].) As the field already was oc- 
cupied, it follows that appellant is not in a position to object to 
the registration by appellee of its mark for use on electric lights. 


The decision is affirmed. 
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Miss S., care U. S. Trade-Mark Association, 32 
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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


—" 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the usefvl- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 

| price is FIVE DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TWENTY-FIVE SHILLINGS, 


Tue Unirep Srares Trape-Marx Association, 
Publication Office, 187-189 College St., Burlington, Vt 
Editorial Office, 82 Nassau Street, New York City. , 
Address all communications to 82 Nassau Street, 
New York City 
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